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Claim Rejections - 35 USC §112 

1, The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which It is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2, Claims 22-37 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claim 22 recites the one or more sensors 
being connected to a plurality of sensing locations by one or more dedicated snorkel 
lines. It appears from the specification that the pressure gauges communicate with the 
interior of the tubing via the snorkel line. It is unclear from the specification, how the 
sensors are connected to a plurality of sensing locations by a snorkel line. It is also 
unclear how one sensor can be connected to a plurality of sensing locations or how 
more than one sensor can be connected to a plurality of sensing locations. 

Claim Objections 

3, Claims 22-37 are objected to because of the following informalities: Claim 22 
recites "adapted to measure a characteristic of a supply," and it is unclear what that 
means. Applicant is recommended to amend to include that the it measures a 
characteristic of a fluid supply for clarity. Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-15, 20, and 21 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 1 does not result in a 
physical transformation nor does it appear to provide a useful, concrete and tangible 
result. Specifically, it does not appear to produce a tangible result because merely 
measuring and comparing a characteristic is nothing more than a thought or a 
computation within a processor. It fails to use or make available for use the result of the 
comparison to enable its functionality and usefulness to be realized. The practical 
application is not explicitly recited in the claims nor does it flow inherently therefrom. 

The locating step at the end really does not provide a practical application of the 
judicial exception, i.e. the comparing step. It could be the very first step. And the fact 
that the comparing is done on the output of the sensors as amended does not make the 
result any more tangible. It may make the input "real world" but that doesn't guarantee 
a real world output. The "useful, concrete, tangible" test is with respect to the result or 
output. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 



Application/Control Number: 10/711 ,396 Page 4 

Art Unit: 3672 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 22, 24, 25, 27, 29-33, 35, 38 and 39 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Tubel et al. (2003/0131990). 

With respect to claim 22, Tubel et al. discloses a sensor system of one or more 
sensors (120; see figure 2) adapted to measure a characteristic of a supply (see page 5 
paragraph [0053]) and adapted to measure the characteristic in or near a downhole tool 
at a position that is spaced from the supply measurement (see figure 2, wherein there 
are multiple sensors spaced apart from each other), the one or more sensors (120) 
being connected to a plurality of sensing locations by one or more dedicated snorkel 
lines (122). 

With respect to claim 24. Tubel et al. discloses a first sensor (120) adapted to 
measure the characteristic of a supply (see page 5 paragraph [0053]); a second sensor 
(120) adapted to measure the characteristic in or near the downhole tool (114), the 
second sensor (120) measuring the characteristic at the position that is spaced from the 
supply measurement (see figure 2, wherein there are multiple sensors spaced apart 
from each other). 

With respect to claim 25, Tubel et al. discloses that the second sensor (120) is 
positioned external to the downhole tool (see figure 2). 

With respect to claim 27, Tubel et al. discloses a control line (110) in fluid 
communication with the downhole tool (114) and the supply (130); the second sensor 
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(120) is adapted to measure the cliaracteristic in the control line (see page 5 paragraph 
[0053]). 

With respect to claim 29, Tubel et al. discloses that the second sensor (120) is 
further adapted to measure the characteristic of the supply (see page 5 paragraph 
[0053]). 

With respect to claim 30, Tubel et al. discloses that the source is a downhole 
source (see figure 2). 

With respect to claim 31 , Tubel et al. discloses that the characteristic is pressure 

(see page 5 paragraph [0053]). 

With respect to claim 32, Tubel et al. discloses that the one or more sensors are 
pressure gauges (see page 5 paragraph [0053], wherein a pressure sensor is. a 
pressure gauge). 

With respect to claim 33, Tubel et al. discloses a completion tubing (108); the 
downhole tool (1 14) comprises a packer (see page 5 paragraph [0053]) connected to 
the completion tubing (see figure 2), the packer having a setting chamber (wherein 
packers inherently have setting chambers. 

With respect to claim 35, Tubel et al. discloses a packer setting line (110) in fluid 
communication the packer setting chamber (see figure 2); the sensor system comprises 
a sensor (120) adapted to measure the characteristic in the packer setting line (see 
figure (see page 2 paragraph [0012]). 

With respect to claim 38, Tubel et al. discloses a well completion system, 
comprising: a completion tubing (108); a packer (114) connected to the completion 
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tubing (see figure 2), the packer having a setting chamber therein (wherein the packer 
inherently had a setting chamber); a packer setting line (110) providing fluid 
communication between the completion tubing and the packer setting chamber (see 
figure 2); an in-line control valve to control production through the completion tubing 
(see page 2 paragraph [0017], wherein Tubel et al. discloses that there is a valve 
downhole in the completion tubing); pressure gauge (120) adapted to measure a 
pressure in the packer setting line (see figure 2; wherein a pressure gauge is a pressure 
sensor). 

With respect to claim 39, Tubel et al. discloses a second pressure gauge (120) 
adapted to measure a pressure in the completion tubing (see page 2 paragraph [0017]). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-10,13-21, 26, 28, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tubel et al. (2003/0131990) in view of Schultz et al. (2004/0060696). 

With respect to claim 1, Tubel et al. discloses a method for use in a well, 
comprising: measuring a characteristic of a supply of fluid used to actuate a downhole 
tool via a control line, the measuring being accomplished with a first sensor (see page 5 
paragraph [0053]); measuring the characteristic with a second sensor(see page 5 
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paragraph [0053]) in or near a downhole tool (1 14; see also page 5 paragraph [0054]) 
and spaced from the supply measurement (see page 5 paragraph [0053], wherein the 
plurality of sensors are spaced apart); comparing the measurements output by the first 
and second sensors to determine whether fluid is properly supplied to the downhole tool 
(see page 5 paragraphs [0049] and [0055]). Tubel et al. discloses that the step of 
measuring the characteristic in or near the downhole tool (1 14) comprises measuring 
the characteristic in a control line (110) that is in fluid communication with the downhole 
tool (see figure 2) and that the step of measuring the characteristic of the supply is 
performed using a first sensor (120) and the step of measuring the characteristic in or 
near the downhole tool is performed using a second sensor (120; see figure 2 wherein 
there are multiple sensors). Tubel et al. does not disclose locating a sensor, for 
measuring the characteristic in or near the downhole tool, separate from the control line 
used to actuate the downhole tool. Schultz et al. discloses a sensor located within a 
packer, which is separate from the control line. It would have been obvious to modify 
Tubel by including a sensor locating within a tool as taught by Schutlz in order to 
monitor how the packer element reacts to the packer setting operation and how the 
various downhole conditions affect the packer. 

With respect to claim 2, Tubel et al. discloses verifying a function of the downhole 
tool (114) using the comparison (see page 2 paragraph [0012]). 

With respect to claim 3, Tubel et al. discloses verifying that the downhole tool has 
set using the comparison (see page 2 paragraphs [0012] and [0015]). 
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With respect to claim 4, Tubel et al. discloses verifying that a fluid from the 
supply is reaching the downhole tool (see paragraph [0053], wherein the sensor is 
measuring pressure which inherently shows whether the supply is reaching the 
downhole tool). 

With respect to claim 5, Tubel et al. discloses measuring a characteristic within 
the downhole tool (1 14) using a sensor (120) that is external to the downhole tool (see 
figure 2). 

With respect to claim 6, Tubel et al. discloses that the source is a downhole 

source (see figure 2). 

With respect to claim 7, Tubel et al. discloses that the source is positioned at a 
surface of the well (see figure 2). 

With respect to claim 8, Tubel et al. does not disclose that the step of measuring 
is performed using a sensor located within the downhole tool. However, Schultz et al. 
teaches embedding sensors in a packer in order to monitor how the packer elements 
react to the packer setting operation and, after the packer is installed, how the various 
downhole conditions affect the packer. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Tubel et al. by Including 
sensors in the packer as taught by Schultz et al. in order to monitor how the packer 
element reacts to the packer setting operation and how the various downhole conditions 
affect the packer. 
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With respect to claim 9, Tube! et al. discloses that the step of measuring the 
characteristic in or near the downhole tool (114) is performed using a sensor (12) 
located externally to the downhole tool (see figure 2). 

VVith respect to claim 12, Tubel et al. discloses measuring the characteristic. of 
the supply with the second sensor (120; see figure 2 and page 2 paragraph [0012]), 

With respect to claim 13, Tubel et al. is silent as to the type of sensors used. 
However, differential sensors are well known sensors in the wellbore art. It would have 
been obvious to one having ordinary skill in the art at the time of the invention to use a 
differential sensor in order to measure the difference in a characteristic of a well. 

With respect to claim 14, Tubel et al. discloses that the characteristic is pressure 
(see page 5 paragraph [0053]). 

With respect to claim 15, Tubel et al, discloses deploying mitigation measures 
based upon the comparison (see page 2 paragraph [0012]). 

With respect to claim 16, Tubel et al. discloses inserting the downhole tool (1 14), 
comprising a hydraulically set packer connected to a tubing (see page 5 paragraph 
[0054], wherein 1 14 is connected to tubing 108), into the well (102); providing fluid 
communication from an interior of the tubing to a setting chamber of the packer via a 
packer setting line (110); the measuring a characteristic of the supply step comprising 
measuring a pressure of the interior of the tubing near an inlet to the packer setting line 
(see figure 2, wherein sensor 120 measures pressure). 
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With respect to claim 17, Tube! et al. discloses measuring the pressure in the 
packer setting line (110; see figure 2, wherein sensor 120 measures pressure in setting 
line 110). 

With respect to claim 18, Tubel et al. does not disclose that the step of 
measuring is performed using a sensor located in the setting chamber of the packer. 
However, Schultz et al. teaches embedding sensors in setting chamber of a packer in 
order to monitor how the packer elements react to the packer setting operation and, 
after the packer is installed, how the various downhole conditions affect the packer. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Tubel et al. by including sensors in the setting chamber of the 
packer as taught by Schultz et al. in order to monitor. how the packer element reacts to 
the packer setting operation and how the various downhole conditions affect the packer. 

With respect to claim 19, Tubel et al. discloses measuring a tubing pressure via 
the packer setting line (110; see page 2 paragraph [0017]). 

With respect to claim 20, Tubel et al. discloses that the downhole tool is 
hydraulically actuated (see page 5 paragraph [0053]). 

With respect to claim 21 , Tubel et al. discloses that the downhole tool is a packer 
(see page 5 paragraph [0053]). 

With respect to claim 26, Tubel et al. does not disclose that the step of 
measuring is performed using a sensor located within the downhole tool. However, 
Schultz et al. teaches embedding sensors in a packer in order to monitor how the 
packer elements react to the packer setting operation and, after the packer is installed. 
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how the various downhole conditions affect the packer. It would have been obvious to 
one having ordinary skill in the art at the time of the invention to modify Tubel et al. by 
including sensors in the packer as taught by Schultz et al. in order to monitor how the 
packer element reacts to the packer setting operation and how the various downhole 
conditions affect the packer. 

With respect to claim 28, Tubel et al. does not disclose that the step of 
measuring is performed using a sensor located in the internal chamber of the packer. 
However, Schultz et al. teaches embedding sensors in internal chamber of a packer in 
order to monitor how the packer elements react to the packer setting operation and, 
after the packer is installed, how the various downhole conditions affect the packer. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Tubel et al. by including sensors in the internal chamber of the 
packer as taught by Schultz et al. in order to monitor how the packer element reacts to 
the packer setting operation and how the various downhole conditions affect the packer. 

With respect to claim 34, Tubel et al. does not disclose that the step of 
measuring is performed using a sensor located in the setting chamber of the packer. 
However, Schultz et al. teaches embedding sensors in setting chamber of a packer in 
order to monitor how the packer elements react to the packer setting operation and, 
after the packer is installed, how the various downhole conditions affect the packer. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Tubel et al. by including sensors in the setting chamber of the 
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packer as taught by Schultz et al. in order to monitor how the packer element reacts to 
the packer setting operation and how the various downhole conditions affect the packer. 

10. Claims 23 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tubel et al. 

With respect to claim 23, Tubel et al. is silent as to the type of sensors used. 
However, differential sensors are well known sensors in the wellbore art. It would have 
been obvious to one having ordinary skill in the art at the time of the invention to use a 
differential sensor in order to measure the difference in a characteristic of a well. 

Allowable Subject Matter 

1 1 . Claims 36 and 37 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

12. Applicant's arguments filed 12/14/06 have been fully considered but they are not 
persuasive. With respect to the 1 12 amendments, Applicant's amendment has not 
overcome the rejection. As noted above, it is unclear how one or more sensors can be 
connected to a plurality of sensing locations. 

With respect to the 101 rejection, as noted above, Applicant's amendment 
has not overcome the rejection. The locating step at the end really does not provide a 
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practical application of the judicial exception, i.e. the comparing step. It could be the 
very first step. And the fact that the comparing is done on the output of the sensors as 
amended does not make the result any more tangible. It may make the input "real 
world" but that doesn't guarantee a real world output. The "useful, concrete, tangible" 
test is with respect to the result or output. 

With respect to the 102 rejections, Applicant argues that reference numeral 122 
in the Tubel et al. reference is used to describe an optical fiber line rather than a snorkel 
line. However, a snorkel line is not defined in the specification and a search online does 
not reveal a definition. Thus, the Examiner assumes that a snorkel line is a line which 
connects two sensors, and thus the optical fiber of Tubel would be a snorkel line. 

With respect to claim 38, the Applicant argues that Tubel does not disclose an in- 
line control valve. However, an exit valve would control production through a 
completion tubing. 

With respect to claim 1 , the Applicant argues that the Schultz reference provides 
no teaching regarding measurements of a characteristic of the supply of fluid, but rather 
simply teaches embedding sensors in a packer element to sense conditions of the 
packer element. However, Schultz is not being used for teaching the measurement of a 
characteristic of a supply of fluid, as Tubel et al. teaches this. Schultz is being used to 
teach sensors in a packer element to sense conditions of the packer element. As noted 
above, while Tubel does not disclose a sensor separate from the control, Schutiz does 
disclose sensor embedded in a tool. It would have been obvious to modify Tubel by 
including a sensor locating within a tool as taught by Schutiz in order to monitor how the 
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packer element reacts to the packer setting operation and how the various downhole 
conditions affect the packer. 

Conclusion 

1 3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicole Coy whose telephone number is 571-272-5405. 
The examiner can normally be reached on M-F 7:30-5:00, 1st F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you \NOu\d like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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iM^^ — 

William .Nau<i'gr 
Primaiy Examiner 



